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DECI S| ON ON APPEAL

! Application for patent filed May 24, 1991. According to
appel lants, this application is a division of Application
07/ 443,175 filed Novenber 30, 1989, now U.S. Patent No.
5,089,826 granted February 18, 1992, which is a continuation-
in-part of Application 06/861,708 filed May 12, 1986, now U. S
Pat ent No. 4,885,615 granted Decenber 5, 1989, which is a
conti nuation-in-part of Application 06/799,652 filed Novenber
19, 1985, now U. S. Patent No. 4,794,443 granted Decenber 27,
1988.
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Werner et al. (appellants) appeal fromthe fina
rejection of clainms 46 through 50, 52, 57 through 61, 63 and
72 through 98. Cdaim70 stands withdrawn from further
consideration as directed to a non-elected invention.

Clainms 46, 77, 87 and 97 are representative of the
subj ect matter on appeal and read as foll ows:

46. A method for fabricating an integrated circuit
nonolith that is substantially nonocrystalline and having
parts that are substantially lattice-mtched, said nonolith
bei ng three-dinensional in the sense that it conprises two or
nore |layers of circuitry, said nethod conbining at |east the
foll ow ng technol ogi es:

a. sputter deposition of a type-1 sem conductor materia
by using a type-1 sem conductor target;

b. sputter deposition of a small anmount of heavily doped
type-2 sem conductor material by using a type-2 sem conduct or
t arget;

c. diffusion in selected areas of the type-2 inpurity by
usi ng incident patterned |ight;

d. renoval of type-2 inpurity from nonsel ected areas by
ion mlling; and,

e. rapid annealing by using general incident |ight.

77. Method for fabricating a three-di nensional integrated
circuit that is substantially nonocrystalline and that
conpri ses a three-di nensai onal doping pattern achi eved by the
growt h of a sequence of discrete crystal-layer increnents,
each increnent having a two-dinensional doping pattern, said
sequence of crystal-layer increnents created in a nanner such
that their successive two-di nensional patterns intersect where
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desi red, and through two-di nensional -pattern variations, do
not intersect in other regions.
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87. Method for fabricating a three-di nensiona
integrated circuit that is substantially nonocrystalline and
that conprises a three-dinensional doping pattern achi eved by
the gromh of a sequence of discrete crystal-Ilayer increnments,
each increnent having a two-di nensional doping pattern created
by a procedure that conprises at |east three of the follow ng
five steps:

a. gromh by sputter epitaxy of a lightly doped first
| ayer of sem conductor material of a first conductivity type;

b. growth by sputter epitaxy of a heavily doped second
| ayer, thinner than said first |ayer, of the sane
sem conductor nmaterial and of a second conductivity type;

c. localized diffusion in selected areas of the
inmpurities present in the said second |ayer into the said
first layer by causing patterned |ight of appreciable
intensity to fall on the surface of the said second | ayer;

d. uniformrenoval by ion mlling of the said second
| ayer, thus renoving fromnonsel ected areas essentially all of
the inpurities associated with the said second | ayer of a
second conductivity type, while |eaving these said inpurities
di stributed through the thickness of the said first layer in
the said sel ected areas;

e. thermal annealing of the grown crystal-Ilayer increnent
by using unpatterned incident |ight.

97. Method for fabricating a three-di nensiona
integrated circuit that is substantially nonocrystalline and
that conprises a three-di mensi onal doping pattern achi eved by
the grom h of a sequence of discrete crystal-Ilayer increnments,
each increnent having a two-di nensional doping pattern created
by a procedure that conprises at |east four of the foll ow ng
five steps:

a. gromh by sputter epitaxy of a lightly doped first
| ayer of sem conductor material of a first conductivity type;
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b. growmh by sputter epitaxy of a heavily doped second
| ayer, thinner than said first |ayer, of the sane
sem conductor material and of a second conductivity type;

c. localized diffusion in selected areas of the
inmpurities present in the said second |ayer into the said
first layer by causing patterned |ight of appreciable
intensity to fall on the surface of the said second | ayer;

d. uniformrenoval by ion mlling of the said second
| ayer, thus renoving from nonsel ected areas essentially all of
the inpurities associated with the said second | ayer of a
second conductivity type, while |eaving these said inpurities
di stributed through the thickness of the said first layer in
the said sel ected areas;

e. thermal annealing of the grown crystal-Ilayer increnent
by using unpatterned incident |ight.

The references of record relied upon by the exam ner are:

Potts 3,420,719 Jan. 7,
1969
Curran 4,717, 681 Jan. 5,
1988

(Filed May 19, 1986)

G K. Wehner, et al. (Whner), “Substituting |ow energy
(<30eV)i on bonbardnent for Elevated Tenperature in Silicon
Epitaxy,” J. Appl. Phys. 64(12), (Decenber 15, 1988), pp.
6754- 60.

Stanley Wl f, et al. (WIf), Silicon Processing for The VLSI
Era Vol. 1: Process Technol ogy, (Lattice Press, Sunset Beach,
California, 1986), pp. 156-58, and 539-42.

The appeal clainms stand rejected as foll ows:
(1) dains 46 through 50, 52, 57 through 61, 63 and 72
t hrough 92 under 35 U.S.C. § 112, first paragraph, as | acking
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an adequate witten description of the invention, including
how t o make and/or use the invention, in the specification;

(2) dainms 72 through 92 under 35 U.S.C. § 112, first
par agr aph, as | acking descriptive support for the invention as
is now clained in the original specification;

(3) dains 46 through 50, 52, 57 through 61, 63 and 72
t hrough 98 under 35 U. S.C. § 112, second paragraph, as being
indefinite for failing to particularly point out and
distinctly claimthe subject natter which applicants regard as
their invention;

(4) dains 46 through 50, 52, 57 through 61, 63 and 72
through 98 under 35 U.S.C. §8 102(a) as being anticipated by
appel |l ants' adm ssions on pages 19 through 21 of the
specification; and

(5) dains 46 through 50, 52, 57 through 61, 63 and 72
through 98 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Curran in view of Whner, Potts and Wl f.

Havi ng reviewed the entire record, including the
specification, clains, prior art, appellants' brief and reply

brief, and the exam ner's answer, we shall:
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(1) Reverse the rejection of clainms 46 through 50, 52,
57 through 61, 63 and 72 through 92 under 35 U S.C. § 112,
first paragraph, based on | ack of an adequate witten
description of the invention, including howto nake and/or use
the invention, in the specification;

(2) Reverse the rejection of clainms 87, 97 and 98 under
35 U.S.C. 8 112, second paragraph, based on the indefiniteness
of the claimlanguage "appreciable intensity";

(3) Affirmthe rejection of clains 75 and 83 under 35
U S C 8§ 112, second paragraph, based on the indefiniteness of
the claimlanguage as a whole due to the term"in turn”

(4) Reverse the rejection of clains 46 through 50, 52,
57 through 61, 63 and 72 through 76 under 35 U.S.C. 8 103 over
t he disclosures of Curran, Whner, Potts and Wl f; and

(5) Remand the application to the exam ner to nake
appropriate findings facts and expl anati ons for the renaining
rejections under 35 U.S.C. 8§ 112, first and second paragraphs,
§ 102 (a) and § 103.

Qur reasoning for the above determ nations follows.

The exam ner has rejected clains 46 through 50, 52, 57
through 61, 63 and 72 through 92 under 35 U. S.C. § 112, first
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par agr aph, as |acking an adequate witten description of the
I nvention, including howto nmake and/or use the invention, in
the specification. The examiner’s position appears to be that

t he
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speci fication does not enable one of ordinary skill in the art
to make and use the clained subject matter.
Det ermi nati on of enablenment is a question of |aw based on

underlying factual findings. 1n re Vaeck, 947 F.2d 488, 495,

20 USPd 1438, 1444 (Fed. Cir. 1991). The exam ner has the
initial burden of supplying the factual basis to establish
unpatentability of the clained subject matter based on | ack of
an enabling disclosure. 1In so doing, the exam ner nust take

into account, inter alia, one skilled in the pertinent art,

the application disclosure and information known in the art.

In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir

1988); United States v. Telectronics, Inc., 857 F.2d 778, 785,

8 USP2d 1217, 1223 (Fed. Cir. 1988).
However, the exam ner makes the foll ow ng conclusory
remarks only to justify his or her rejection:

The specification does not describe howto carry
out the nethod of the clainmed invention. There is
no recitation of necessary growh conditions, doping
| evel s, or interconnect fabrication steps.

These remarks are not only inaccurate, but also did not take

into account, anong other things, information known in the
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art. See, e.g., appellants' entire specification and brief,
pages 26-28. W are constrained to reversed this rejection.
The exam ner has also rejected clains 87, 97 and 98 as
being indefinite for reciting "appreciable intensity". W
shall not sustain this rejection.
Al t hough we agree with the exam ner that the
speci fication does not provide a specific definition for
"appreciable intensity", it is our view that one skilled in
the pertinent art would know what is neant by "appreciable
intensity"” in view of the general guidelines contained in the

di sclosure, see, e.q., In re Mttison, 509 F.2d 563, 565, 184

USPQ 484, 486-87 (CCPA 1975). This is especially true in the
present situation since the clainms Iimt the neaning of
"appreciable intensity" to the particular function which is to

be achieved, i.e., inducing diffusion. See In re Halleck, 422

F.2d 911, 164 USPQ 647 (CCPA 1970); Ex parte Skuballa, 12

USPQ2d 1570 (Bd. Pat. App. & Int. 1989).

Further, the exam ner has rejected clains 75 and 83 as
being indefinite for reciting "in turn". W shall sustain
this rejection. Although the phrase "in turn" itself is
definite, the context in which it is used in the clains
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creates indefiniteness. It is our view, one of ordinary skill
in the art would not be able to ascertain the intended scope
of the clains because the nmeani ng of the expression "neans
conprising (in turn) ..." is not understood. The expression
has not been defined or clarified in appellants
speci fication.

Mor eover, the exami ner has rejected clainms 46 through 50,
52, 57 through 61, 63 and 72 through 98 under 35 U. S.C. § 103
as unpat entabl e over the conbined disclosures of Curran,
Wehner, Potts and WIf. To the extent the rejection is
applied to the clainms 46 through 50, 52, 57 through 61, 63 and
72 through 76, we shall not sustain it. Suffice to say that
t he exam ner has not net the burden of establishing a prim
facie case of unpatent-ability of the clained subject natter.
See, e.g., the reasons expressed by appellants in their Brief
and Reply Brief.

REMAND TO THE EXAM NER

11
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We remand this application to the exam ner with
i nstructions to make appropriate findings of fact and detail ed
anal yses respecting the remaining rejections.?

REJECTI ON UNDER § 112, FIRST PARAGRAPH

The issue of whether an original disclosure adequately
descri bes the subject matter later claimed is a question of

fact. Vas-Cath, Inc. v. Mihurkar, 935 F.2d 1555, 1563, 19

UsP2d 1111, 1116 (Fed. Cr. 1991). This witten description
requi renent serves to ensure that the inventor had possession,
as of the filing date of the application relied on, of the

specific subject matter later clained. 1n re Wertheim 541

F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). The requirenent
for "possession” does not require literal support in the

original disclosure. Eiselstein v. Frank, 52 F.3d 1035, 1038,

34 USPQ2d 1467, 1470 (Fed. Cir. 1995). Rather, it only
requires that the original disclosure reasonably conveys to

those skilled in the art, as of the filing date, the invention

2 1f the exam ner remains of the opinion that any claim
rejected herein is still unpatentabl e under the same section
of the statute, he or she should reopen prosecution so that
appel l ants have a full and fair opportunity to respond.
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now cl aimed. _Vas-Cath, 935 F.2d at 1563-64, 19 USPQd at

1117; In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096

(Fed. Cir. 1983).

The exam ner has rejected clains 72 through 92 under 35
US C 8§ 112, first paragraph, as |acking descriptive support
for the invention as is now clained in the original
specification. The exam ner then enunerated certain |ater
added claimlimtations which are said to have no litera
support in the specification. |In response, appellants
referred to certain descriptions of the original disclosure.
See Brief, pages 20 to 26. According to appellants, these
descriptions reasonably conveyed the claimlimtations in
question. However, the exami ner did not fully explain why
each and every description referred to by appellants did not
reasonably convey the claimlimtations in question.

Upon return of the application, the examner is to
det ermi ne whet her each and every description relied upon by
appel | ants reasonably conveys to one of ordinary skill in the
art the claimlimtations in question within the neaning of §
112, first paragraph.

REJECTI ON UNDER § 112, SECOND PARAGRAPH

13
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Under the second paragraph of 8§ 112, the exam ner may
reject clains as being indefinite if they omt essentia
el enents, steps or necessary structural cooperative

rel ati onship of elenments. See In re Collier, 397 F.2d 1003,

1005, 158 USPQ 266, 267 (CCPA 1968). Not every om ssion,
however, renders the clains indefinite, for they need not
recite every detail of patent applicants' process. See In re
Johnson, 558 F.2d 1008, 1017, 194 USPQ 187, 195 (CCPA 1977);

In re Roberts, 470 F.2d 1399, 1403, 176 USPQ 313, 315 (CCPA

1973); In re Rainer, 305 F.2d 505, 509, 134 USPQ 343, 346

(CCPA 1962). Breadth nust not be equated with indefiniteness.

Inre Mller, 441 F.2d 689, 693, 169 USPQ 597, 599-600 (CCPA

1971) .

The exam ner has rejected clains 46 through 50, 52, 57
t hrough 61, 63 and 72 through 98 under 35 U S.C. 8§ 112, second
par agraph, as being indefinite. To sustain this rejection,
t he exam ner made the foll ow ng conclusory renark:

These clains are vague in that they fail to

recite specific process fabrication steps necessary

to fabricate three dinensional circuits.
This conclusory remark, however, is devoid of any anal ysis or

expl anation. Absent an appropriate analysis or explanation,

14
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the examiner's remark is essentially unreviewable in any
nmeani ngf ul manner.

Upon return of this application, the examner is to
reconsider the entire nerits of the rejection consistent with

In re Collier, supra, In re Johnson, supra, In re Roberts,

supra and In re Rainer, supra. |If the exam ner remains of the
view that clainms 46 through 50, 52, 57 through 61, 63 and 72
through 98 are still unpatentable under 35 U. S.C. § 112,
second paragraph, the exam ner should institute such a
rejection. The exam ner needs to provide a conplete anal ysis,
i ncludi ng statenments and/ or objective evidence as to why
certain fabrication steps are essential.

The exam ner has also rejected clainms 72 through 76 and
84 under 35 U.S.C. 8§ 112, second paragraph, as being
indefinite. The exam ner took the position that the terns
"repeatedly" and "substantially plane"” recited therein render
the clains "vague and indefinite.”" Under the second paragraph
of 8 112, words used in clains nust not be anal yzed in vacuum
Rat her, they nust be read in light of the teachings of the

prior art and the application disclosure. 1n re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). However, the

15
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exam ner has not made any findings of fact as to whether the
terns in question are described by the original disclosure as
i ndi cated supra. Absent such a determ nation, the exam ner
coul d not have taken into account the application disclosure
i n assessing the definiteness of the terns in question.

Upon return of this application, the examner is to
reconsi der the entire nerits of this rejection, taking into
account descriptive support in the original disclosure, as
wel |l as prior art teachings.

PRIOR ART REJECTI ON UNDER § 102

Anti ci pation under Section 102 is a factual

det er m nati on. In re Baxter Travenol Labs., 952 F.2d 388,

390, 21 USPQ2d 1281, 1283 (Fed. Cir. 1991) citing In re Bond,
910 F.2d 831, 833, 15 USPQd 1566, 1567 (Fed. Cir. 1990).
Anticipation requires prior art to describe, either expressly
or under the principles of inherency, each and every el enent

set forth in the clains. See, e.q., RCA Corp. v. Applied

Digital Data Sys.., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. GCir. 1984). The term"prior art" includes an

appel l ants' adm ssion of prior art in a patent application.

16
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See 37 CFR § 1.106(c); Ln re Nom ya, 509 F.2d 566, 570-71, 184

USPQ 607, 611-12 (CCPA 1975).

The exam ner has rejected clains 46 through 50, 52, 57
t hrough 61, 63 and 72 through 98 under 35 U . S.C. 8§ 102(a) as
bei ng antici pated by appellants' adm ssion on pages 19-21 of
the specification. The exam ner, however, did not indicate
what portions of pages 19 through 21 of the "adm tted prior
art" corresponded to the clained limtations. Nor did the
exam ner indicate how "admtted prior art" was established.

See, e.q, In re Nomya, supra for the test for "admtted prior

art
In rejecting the above cl ainms under 8§ 102(a), the
exam ner acknow edged that they "do not stand or fal
together."” See Answer, page 2. |In other words, the exam ner
has agreed to treat the clains at issue separately. The
exam ner, however, did not discuss the limtations of any of
the clains at issue. Nor did the exam ner discuss any
particular portion of "admtted prior art"” which supposedly
taught each and every claimlimtations. Al we have is the
exam ner's general reference to pages 19 through 21 of the
specification. It appears that the exam ner is asking us to

17
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make a 8 102 rejection using pages 19 through 21 of the
specification. W nust enphasize that it is not the role of
the Board of Patent Appeals and Interference to conduct
examnation in the first instance while an application is on
appeal .

Upon return of this application, the examner is to
reconsider the entire nmerits of the 8 102 rejection consistent
with our opinion. |If the exam ner remains of the opinion that
the clains are still unpatentable over appellants' admtted
prior art, he or she need to nmake appropriate findings of fact
regardi ng each and every claimlimtations.

PRI OR ART REJECTI ON UNDER § 103

The exam ner has rejected clains 46 through 50, 52, 57
t hrough 61, 63 and 72 through 98 under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over Curran in view of Wehner, Potts and
Vol f.
In rejecting the clains, the exam ner acknow edged that they
"do not stand or fall together." See Answer, page 2. 1In
ot her words, the exam ner has agreed to treat the clains at
I ssue separately. The exam ner, however, focused only on the

limtations of claimd46. Even when appellants filed a Reply

18
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Brief arguing for the first tinme the |imtations of certain
dependent clains, the exam ner allowed entry of the Reply
Brief but stated that no response was necessary. As indicated
supra, we reverse the rejection to the extent it applies to
clainms 46 and its dependent clains. Wth respect to the
rejection of clainms 77 through 98 under 35 U.S.C. § 103, we
cannot review it nmeaningfully inasmuch as the exam ner did not
provi de any basis for rejecting these clains.

Upon return of this application, the examner is to
consider the entire nerits of the § 103 rejection of clainms 77
through 98. The exam ner should review the prior art
references and the clains at issue to determ ne whether a §
103 rejection is warranted. |If warranted, the exam ner need
to make appropriate findings of fact and appropriate anal yses.

This application, by virtue of its “special” status,
requires an imedi ate action, MPEP 708.01(d). It is inportant
that the Board be informed pronptly of any action affecting
the appeal in this case.

Appel l ants are advised that the effective date of our
affirmance i s suspended or tolled until concl usion of

prosecuti on before the exam ner on remand. This will preserve
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appel lants’ right to file a tinely request for reconsideration
of our decision and/or to seek review under 35 U.S.C. 88 141
or 145 respecting the affirned rejections.

If further prosecution before the exam ner does not
result in allowance of the application, abandonnent, or a
second appeal, this case should be returned to the Board for
final action on the affirmed rejections, including any tinely
request for reconsideration thereof.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

1.136(a).
AFFI RVED- | N- PART
and REMANDED
CAVERON VEI FFENBACH )
Adm ni strative Patent Judge )
)
)
)
CHUNG K. PAK ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
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)
| NTERFERENCES

)
JOAN THI ERSTEI N )
Adm ni strative Patent Judge )

)
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HUGH D. JAEGER, P. A
1000 SUPERI OR BLVD.
STE. 302

WAYZATA, MN 55391-1873
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